
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Pa teaUiad Trademark Office 
Address: QGMl&ttiUN Elt\0 R PATENTS 
t t*>0 

T Alexandria, Virginia 22J13-1450 
Wuspio.t* 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY K^O^ET NO. 


CONFIRMATION NO. 


09/732,066 


12/07/2000 


Craig Skinner 


24530.01200 


9725 



49637 7590 11/21/2006 

BERRY & ASSOCIATES P.C. 
9255 SUNSET BOULEVARD 
SUITE 810 

LOS ANGELES, CA 90069 



EXAMINER 



TRAN, ELLEN C 



ART UNIT 



PAPER NUMBER 



2134 

DATE MAILED: 11/21/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/732,066 


Applicant(s) 

SKINNER ETAL 


Examiner 

Ellen C. Tran 


Art Unit 

2134 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 1 October 20063 , 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office 
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DETAILED ACTION 

1 . This action is responsive to communication: filed on 13 October 2006 with 
acknowledgement of an original application filed on 7 December 2000, 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 27 September 2006 has been entered. 

3. Claims 1-24 are currently pending in this application. Claims 1,11, and 15 are 
independent claims. Claims 1,11, and 15 have been amended. Amendment to the claims is 
accepted. 

Response to Arguments 

4. Applicant's arguments filed 13 October 2006 have been fully considered but they are 
moot due to new grounds below. 

Objections 

5. The amendment to the claims filed on 13 October 2006 do not comply with the 
requirements of 37 CFR 1.121(c) because amended claims 1 1 and 15 do not contain correct 
identifier which should indicate "(Currently amended)". In addition claims 1 and 15 improperly 
note deleted text, when five or less characters are deleted the deleted characters need to be 
enclosed in double brackets (i.e. [[said]]). Amendments to the claims filed on or after July 30, 
2003 must comply with 37 CFR 1.121(c). Appropriate correction required. 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

7. Claims 1-5, 7, 8, 11, 12, 14-19, 21, and 22, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rostoker et al. U.S. Patent No. 6,035,212 (hereinafter '212) in view of Dahm 
et al. U.S. Patent No. 6,466,783 (hereinafter '783). 

As to independent claim 1, "A method in a computer of handling network 
activation, the method comprising: receiving a at a plug-in device" is taught in '212 the 
device includes a single integrated circuit chip this inherently is a plug-in device in col. 8, 
lines 61-65; 

"and said plug-in device includes components that are tailored to activate the 
computer with a selected telecommunications carrier and register the computer with a 
selected service provider" is disclosed in '212 col. 9, lines 30-35, note the SIMM card can be 
tailored for additional communication protocols; 

"determining at the plug-in device a network activation status of the computer" is 
taught in '212 col. 10, lines 19-42 note a microcontroller can sample the communications 
environment to determine which protocol is being utilized in the environment of the computer; 
the following is not explicitly taught in '212: 
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"a command from a driver to initiate network activation procedures with a selected 
telecommunications carrier, wherein said driver is generic to various telecommunications 
carriers" however '783 teaches network activation procedures, note the driver is the screen 
display software, the various telecommunication carriers are the number of wireless networks 
available in col. 7, line 59 through col. 8, line 26, 

"sending, by the plug-in device, a request to a device having network 
telecommunications carrier activation information; receiving, at the plug-in device, the 
network telecommunications carrier activation information from the device" however '783 
teaches sending messages to activate the selected network wireless network in col. 8, lines 27-36; 

"and configuring the computer with the network telecommunications carrier 
activation information in order to establish network activation with the 
telecommunications carrier" however '783 teaches communication with the mobile device are 
carrier across the selected network in col. 8, lines 36-42; 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify a wireless communication device that can self-adapt to various communication 
protocols taught in £ 2 12 to include a visual interface for the mobile subscriber. One of ordinary 
skill in the art would have been motivated to perform such a modification to maintain cost- 
effective and positive relationships with mobile user for handling customer requests (see 4 783 
col. 1, lines 14 et seq.). "One of the most pressing problems facing mobile service providers is 
delivering cost-effective mobile subscriber account services to create and maintain positive 
relationships with users of mobile devices. These account services may include providing the 
users or subscribers with updated account information, such as a rate plan, a bill due date, a 
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prepaid balance, etc. Account services may also including handling subscriber service requests 
such as subscription additions, changes, and terminations". 

As to dependent claim 2, "wherein the received command includes a launch code to 
initiate a particular network telecommunications carrier activation procedure" is shown in 
'212 col. 9, lines 36-46, note when a device needs to be operating in a different communication 
environment the needed programming or data is downloaded into the device. 

As to dependent claim 3, "wherein the device having network telecommunications 
carrier activation information is a single in-line memory module (SIMM) card configured 
to be compatible with the telecommunications carrier" is shown in '212 col. 8, line 61 
through col. 9, line 35, a plug-in component such as a single integrated circuit chip 38, that can 
interface with a memory device allowing communication of digital data and the memory can 
include a SIMM card. 

As to dependent claim 4, "wherein the step of determining a network 
telecommunications carrier activation status comprises determining if the computer has a 
current single in-line memory module (SIMM) card that is compatible with the 
telecommunications carrier" is disclosed in '212 col. 9, lines 16-35, note FIGs 3, 4, and 5 
indicate the various communication frequency connection. 

As to dependent claim 5, "wherein the step of determining a network 
telecommunications carrier activation status further comprises: determining if the 
computer was previously network activated with a previous single in-line memory module 
(SIMM) card; and determining if the previous SIMM card is the current SIMM card" is 
taught in '212 col. 9, lines 30-35, a SIMM card which can be removed from a portable 
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communication device in order to allow communication protocol an other data to be 
programmed into the device, reasonable interpreted as, 'the previous SIMM card is the current 
SIMM card'. It is appreciated by a person of ordinary skill in the art at the time the invention 
was made that it is inherently determining the status of the SIMM card (i.e. the previous SIM 
card is the current SIMM card) in order to allow communication protocol and other data to be 
programmed into the device. 

As to dependent claim 7, "wherein the device having the network 
telecommunications carrier activation information is a server of the telecommunications 
carrier " however '783 teaches a server module of the telecommunications carrier in col. 8, 
lines 27-43. The motivation to combine '212 and '783 is the same as stated above in claim 1 . 

As to dependent claim 8, "wherein the step: sending and receiving are carried out in 
a protocol specific to the telecommunications carrier" is taught in '212 col. 10, lines 25-42. 

As to independent claim 11, "A plug-in device configured to be operable in a generic 
activation framework, the plug-in device comprising:" is taught in '212 the device includes a 
single integrated circuit chip this inherently is a plug- in device in col. 8, lines 61-65; 
the following is not explicitly taught in '212: 

"an application program interface (API) tailored to a particular 
telecommunications carrier" however '783 teaches an application program interface (i.e. 
micro-browser) is initial pre-configured to a GSM wireless network in col. 7, lines 59-62; 

"wherein the API is configured to receive a network telecommunications carrier 
activation command from a generic driver device in a computer that is generic to various, 
telecommunications carriers" however '783 teaches note the micro-browser, display screen 
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software shows the various telecommunication carriers (i.e. the number of wireless networks 
available) in col. 8, lines 9-26,; 

"and an API tailored to a particular service provider, wherein the API is configured 
to receive a service provider activation command from the driver device" however '783 
teaches when a selected wireless network or the pre-configured network is activated messages 
are exchanged using the carrier infrastructure in col. 7, lines 61-62 and col. 8, lines 30-35. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify a wireless communication device that can self-adapt to various communication 
protocols taught in '212 to include a visual interface for the mobile subscriber. One of ordinary 
skill in the art would have been motivated to perform such a modification to maintain cost- 
effective and positive relationships with mobile user for handling customer requests ( see ' 783 
col. 1, lines 14 et seq.). "One of the most pressing problems facing mobile service providers is 
delivering cost-effective mobile subscriber account services to create and maintain positive 
relationships with users of mobile devices. These account services may include providing the 
users or subscribers with updated account information, such as a rate plan, a bill due date, a 
prepaid balance, etc. Account services may also including handling subscriber service requests 
such as subscription additions, changes, and terminations". 

As to dependent claim 12, "wherein the plug-in device is an application configured 
to be initiated in a personal digital assistant" is taught in '212 col. 6, lines 50-59. 

As to dependent claim 14, "wherein upon receiving a particular network 
telecommunications carrier activation command from the generic driver device, the 
application program interface (API) is configured to cause the plug-in device to determine 
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a network telecommunications carrier activation status of the computer" is taught in '212 
col. 10, lines 19-42 note a microcontroller can sample the communications environment to 
determine which protocol is being utilized in the environment of the computer. 

As to independent claim 15, this claim is directed to the computer-readable medium of 
the method of claim 1 and is rejected along the same rationale. 

As to dependent claims 16-19, 21, and 22, these claims are substantially similar to 
claims 2-5, 7, and 8 above and are rejected along the same rationale. 

8. Claims 6, 9, 10, 13, 20, 23, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rostoker et al. U.S. Patent No. 6,035,212 (hereinafter '212) in view of Dahm 
et al. U.S. Patent No. 6,466,783 (hereinafter '783) in further view of Stewart et al. U.S. Patent 
No. 6,732, 1 76 (hereinafter ' 1 76). 

As to dependent claim 6, the following is not taught in the combination of '212 and 
'783: "wherein the step of determining a network telecommunications carrier activation 
status comprises: receiving an activation security key from a user of the computer; and 
determining if the activation security key is valid for the telecommunications carrier" 
however '176 teaches examining the received identification information that may include digital 
certificate in col. 11, lines 54-65. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify a wireless communication device that can self-adapt to various communication 
protocols with a visual interface for the mobile subscriber to include a means to utilize security 
key. One of ordinary skill in the art would have been motivated to perform such a modification 
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because it is desirable to have a selective access levels to users (see '176 col. 1, lines 54 et seq.). 
"However, due to the problems associated with multiple wireless infrastructures installed in a 
common area, it may be desirable to provide a single wireless (or wireless and wired) 
infrastructure which may be used by two or more different network service providers. Therefore, 
it would be desirable to provide a system and method which enables a common wireless network 
infrastructure to be used by two or more network service providers. This would allow a plurality 
of service providers to utilize a common set of access points to provide service to a potentially 
overlapping set of customers. This would also provide subscribers or users with the ability to 
more fully utilize the existing network infrastructure. It would further be desirable to provide a 
distributed wireless network system which can selectively provide different access levels to users 
of the system. It would further be desirable to provide the above features in a wired network 
service system". 

As to dependent claim 9, "wherein the network telecommunications carrier 
activation information that is received includes an access number that allows the computer 
to access network services of the telecommunications carrier" however '176 teaches an 
access number is used to access services in col. 2, lines 31-41. The motivation to combine '212, 
'783, and ' 176 is the same as stated above in claim 6. 

As to dependent claim 10, "wherein the step of configuring the computer comprises 
storing an access number that allows the computer to access network services of the 
telecommunications carrier" however '176 teaches configuring and storing an access number 
for network services in col. 1 1, line 66 thought col. 12, line 10 and col. 12, lines 64-67. 



Application/Control Number: 09/732,066 Page 10 

Art Unit: 2134 

As to dependent claim 13, this claim is substantially similar to claim 6 above and is 
rejected along the same rationale. 

As to dependent claims 20, 23, and 24, these claims are substantially similar to claims 
6, 9, and 10 above; therefore they are rejected along the same rationale. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellen C Tran whose telephone number is 
(571) 272-3842. The examiner can normally be reached from 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques H. Louis-Jacques can be reached on (571) 272-6962, The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ellen Tran 
Patent Examiner 
Technology Center 2134 
31 October 2006 



